Application No. 



Applicant(s) 



10/045,185 



GROOTEN ET AL. 



Interview Summary 



Examiner 



Art Unit 



Ulrike Winkler 



1648 



All participants (applicant, applicant's representative, PTO personnel): 



(1 ) Che Chereskin (App Rep) . 



(3). 



12) Ulrike Winkler (PTO) . 



(4). 



Date of Interview: 22 June 2004 . 

Type: a)H Telephonic b)D Video Conference 

c)D Personal [copy given to: 1 )□ applicant 2)D applicant's representative] 

Exhibit shown or demonstration conducted: d)D Yes e)D No. 
If Yes, brief description: . 

Claim(s) discussed: NA. 

Identification of prior art discussed: NA. 

Agreement with respect to the claims f)0 was reached. g)D was not reached. h)Q N/A. 



Substance of Interview including description of the general nature of what was agreed to if an agreement was 
reached, or any other comments: Applicant's representative called to enquire about the status of an Application. The 
First Action was mailed on November 3, 2003. A courtesy Fax copy of the Office action was transmitted on 
6/22/2004. The application is now Abandoned, Applicants intend to file a petition to revive. . 

(A fuller description, if necessary, and a copy of the amendments which the examiner agreed would render the claims 
allowable, if available, must be attached. Also, where no copy of the amendments that would render the claims 
allowable is available, a summary thereof must be attached.) 

THE FORMAL WRITTEN REPLY TO THE LAST OFFICE ACTION MUST INCLUDE THE SUBSTANCE OF THE 
INTERVIEW. (See MPEP Section 713.04). If a reply to the last Office action has already been filed, APPLICANT IS 
GIVEN ONE MONTH FROM THIS INTERVIEW DATE, OR THE MAILING DATE OF THIS INTERVIEW SUMMARY 
FORM, WHICHEVER IS LATER, TO FILE A STATEMENT OF THE SUBSTANCE OF THE INTERVIEW. See 
Summary of Record of Interview requirements on reverse side or on attached sheet. 



Examiner Note: You must sign this form unless it is an 
Attachment to a signed Office action. 
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Summary of Record of Interview Requirements 
Manual of Patent Examining Procedure (MPEP), Section 713.04, Substance of Interview Must be Made of Record 

A complete written statement as to the substance of any face-to-face, video conference, or telephone interview with regard to an application must be made of record in the 
application whether or not an agreement with the examiner was reached at the interview. 

Title 37 Code of Federal Regulations (CFR) § 1.133 Interviews 

Paragraph (b) 

In every instance where reconsideration is requested in view of an interview with an examiner, a complete written statement of the reasons presented at the interview as 
warranting favorable action must be filed by the applicant. An interview does not remove the necessity for reply to Office action as specified in §§ 1 .1 1 1 , 1 .1 35. (35 U.S.C. 1 32) 

37 CFR §1 .2 Business to be transacted in writing. 
All business with the Patent or Trademark Office should be transacted in writing. The personal attendance of applicants or their attorneys or agents at the Patent and 
Trademark Office is unnecessary. The action of the Patent and Trademark Office will be based exclusively on the written record in the Office. No attention will be paid to 
any alleged oral promise, stipulation, or understanding in relation to which there is disagreement or doubt. 



The action of the Patent and Trademark Office cannot be based exclusively on the written record in the Office if that record is itself 
incomplete through the failure to record the substance of interviews. 

It is the responsibility of the applicant or the attorney or agent to make the substance of an interview of record in the application file, unless 
the examiner indicates he or she will do so. It is the examiner's responsibility to see that such a record is made and to correct material inaccuracies 
which bear directly on the question of patentability. 

Examiners must complete an Interview Summary Form for each interview held where a matter of substance has been discussed during the 
interview by checking the appropriate boxes and filling in the blanks. Discussions regarding only procedural matters, directed solely to restriction 
requirements for which interview recordation is otherwise provided for in Section 812.01 of the Manual of Patent Examining Procedure, or pointing 
out typographical errors or unreadable script in Office actions or the like, are excluded from the interview recordation procedures below. Where the 
substance of an interview is completely recorded in an Examiners Amendment, no separate Interview Summary Record is required. 

The Interview Summary Form shall be given an appropriate Paper No., placed in the right hand portion of the file, and listed on the 
"Contents" section of the file wrapper. In a personal interview, a duplicate of the Form is given to the applicant (or attorney or agent) at the 
conclusion of the interview. In the case of a telephone or video-conference interview, the copy is mailed to the applicant's correspondence address 
either with or prior to the next official communication. If additional correspondence from the examiner is not likely before an allowance or if other 
circumstances dictate, the Form should be mailed promptly after the interview rather than with the next official communication. 

The Form provides for recordation of the following information: 

- Application Number (Series Code and Serial Number) 

- Name of applicant 

- Name of examiner 

- Date of interview 

- Type of interview (telephonic, video-conference, or personal) 

- Name of participant(s) (applicant, attorney or agent, examiner, other PTO personnel, etc.) 

- An indication whether or not an exhibit was shown or a demonstration conducted 

- An identification of the specific prior art discussed 

- An indication whether an agreement was reached and if so, a description of the general nature of the agreement (may be by 
attachment of a copy of amendments or claims agreed as being allowable). Note: Agreement as to allowability is tentative and does 
not restrict further action by the examiner to the contrary. 

- The signature of the examiner who conducted the interview (if Form is not an attachment to a signed Office action) 

It is desirable that the examiner orally remind the applicant of his or her obligation to record the substance of the interview of each case. It 
should be noted, however, that the Interview Summary Form will not normally be considered a complete and proper recordation of the interview 
unless it includes, or is supplemented by the applicant or the examiner to include, all of the applicable items required below concerning the 
substance of the interview. 

A complete and proper recordation of the substance of any interview should include at least the following applicable items: 

1 ) A brief description of the nature of any exhibit shown or any demonstration conducted, 

2) an identification of the claims discussed, 

3) an identification of the specific prior art discussed, 

4) an identification of the principal proposed amendments of a substantive nature discussed, unless these are already described on the 
Interview Summary Form completed by the Examiner, 

5) a brief identification of the general thrust of the principal arguments presented to the examiner, 

(The identification of arguments need not be lengthy or elaborate. A verbatim or highly detailed description of the arguments is not 
required. The identification of the arguments is sufficient if the general nature or thrust of the principal arguments made to the 
examiner can be understood in the context of the application file. Of course, the applicant may desire to emphasize and fully 
describe those arguments which he or she feels were or might be persuasive to the examiner.) 

6) a general indication of any other pertinent matters discussed, and 

7) if appropriate, the general results or outcome of the interview unless already described in the Interview Summary Form completed by 
the examiner. 

Examiners are expected to carefully review the applicant's record of the substance of an interview. If the record is not complete and 
accurate, the examiner will give the applicant an extendable one month time period to correct the record. 

Examiner to Check for Accuracy 

If the claims are allowable for other reasons of record, the examiner should send a letter setting forth the examiner's version of the 
statement attributed to him or her. If the record is complete and accurate, the examiner should place the indication, "Interview Record OK" on the 
paper recording the substance of the interview along with the date and the examiner's initials. 
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United States Patent and Trademark Office 



commissioner for patents 
United States Patent and Trademark Office 
P.O. Box 1450 
Alexandria, VA 223 1 3- 1 «4SO 
www.uspto.gov 




Date: 22Jun 2004 


To: CheChereskin 


From: Ulrike Winkler 


Application/Control Number 10/045,185 


Art Unit 1648 


Fax No-: (949)760-9502 


Phone No.: 571-272-0912 


Voice No.: 949-721-6385 


Return Fax No.: (703)872-9306 


Rec 


CC: 



□ Urgent □ For Review □ For Comment □ For Reply □ Per Your Request 



Comments: 



Number of pages 7 including this page 



STATEMENT OF CONFIDENTIALITY 

This facsimile transmission is an Official U.S. Government document which may contain information which is privileged and 
confidential. It is intended only for use of the recipient named above. If you are not the intended recipient, any dissemination, 
distribution or copying of this document is strictly prohibited. If this document Is received in error, you are requested to 
immediately notify the sender at the above indicated telephone number and return the entire document in an envelope 
addressed to: 

Commissioner for Patents 

P.O. Box 1450 
Alexandria, VA 22313-1450 




United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 

Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 
. Alexandria. Virginia 22313-1450 
www.uspto.gov 



APPLICATION NO. 
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ATTORNEY DOCKET NO. 



CONFIRMATION NO. 



1 0/045, 185 



10/18/2001 



Johan Adriaan Marc Grooicn 



7590 1 1/03/2003 

KNOBBE, MARTENS, OLSON & BEAR, LLP 
16 th Floor 

620 Newport Center Dr. 
Newport Beach, CA 92660 
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EXAMINER 
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WINKLER. ULRIKE 



ART UNIT 



paper Dumber 



1648 

DATE MAILED: 11/03/2003 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 10/03) 



Office Action Summary 



Application No. 

10/045,185 



-0 



Examin r 

Ulrike Winkler 



Applicant(s) 

GROOTEN ETAL 



Art Unit 
1648 



- The MAILING DA TE of this communication appears on th cover she t with th corr spondence addr ss ~ 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION, 

- Extensions of time may be available under the provisions of 37 CFR 1 . 1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute/cause the application to become ABANDONED (35 (J S C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )£3 Responsive to communication(s) filed on September 25, 2003 . 
2a)D This action is FINAL 2b)K This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
Disposition of Claims 

4) E3 Claim(s) 9-11.14 and 18 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) I3 Claim(s) 9-11.14 and 18 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) d Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
11 )□ The proposed drawing correction filed on is: a)D approved b)D disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) Q The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§ 119 and 120 

1 3) £3 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 11 9(a)-(d) or (f). 

a)KI All b)Q Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. ^ Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 
Attachment(s) 

1 ) IEI Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-413) Paper No(s). . 

2) □ Notice of Draftsperson's Patent Orawing Review (PTO-948) 5) □ Notice of Informal Patent Application (PTO-152) 

3) I3 Information Disclosure Statement(s) (PTO-1449) Paper No(s) 1 . 6) □ Other: 
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DETAILED ACTION 



Applicant's election of Group I with species election of anti-interleukin 15 antibody in 
Paper No. 5 is acknowledged. Because applicant did not distinctly and specifically point out the 
supposed errors in the restriction requirement, the election has been treated as an election 
without traverse (MPEP § 818.03(a)). 

Specification 

The office acknowledges the receipt of the substitute specification in Paper No. 3, the 
substitute specification rearranges the position of the figure legend in the specification. 

Information Disclosure Statement 
An initialed and dated copy of Applicant's IDS form 1449, Paper No. 1, is attached to the 
instant Office Action. 



The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

Claims 1 and 9 are rejected under 35 U.S.C. 1 12, first paragraph, because the 
specification, while being enabling for enhancing the survival of memory T cells after exposure 
to an antigen with IL-15, does not reasonably provide enablement for treating an immune 
deficiency disease (such as HIV) by administering anti-IL15-antibodies. The specification does 



Claim Rejections - 35 USC § 112 



o 



o 
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Art Unit: 1648 

not enable any person skilled in the art to which it pertains, or with which it is most nearly 
connected, to practice the invention commensurate in scope with these claims. Applicant's claim 
is drawn to administering an anti-IL-15 antibody to a mammal and the administration of the is 
agonist will reduce the circulating memory cells in the mammal. Grabstein et al. (U.S. Pat No. 
5,892, 001) indicates that in an immune deficiency disease condition such as the one caused by 
HIV infection it is desirable to activate (not suppress) the immune response by administering IL- 
15 (see Grabstein et ah; U.S. Pat No. 5,892, 001 ; column 20, lines 45-65). The lack of working 
examples, lack of guidance in the specification and the prior art regarding suppression of the 
immune system is as being desirable for treating an immune deficiency disease, greatly reduces 
the probability that one of skill In the art would successfully obtain the claimed invention 
without undue experimentation. Based on the information disclosed in the specification the 
ordinary artisan could not conclude that a suppression of the memory cells of the immune system 
will achieve a method of treatment of an immune deficiency disease. Therefore, the instant 
invention is not enabled for the claimed scope of treatment of an immune deficiency disease by 
administering an anti-IL-15 antibody. 

Claim Rejections - 35 USC§102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in a patent granted on an application for patent by another filed in the United 
States before the invention thereof by the applicant for patent, or on an international application by another who 
has fulfilled the requirements of paragraphs (1), (2), and (4) of section 371(c) of this title before the invention 
thereof by the applicant for patent. 



o 



o 
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The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act of 1999 
(AIPA) and the Intellectual Property and High Technology Technical Amendments Act of 2002 
do not apply when the reference is a U.S. patent resulting directly or indirectly from an 
international application filed before November 29, 2000. Therefore, the prior art date of the 
reference is determined under 35 U.S.C. 102(e) prior to the amendment by the AIPA (pre-AIPA 
35 U.S.C. 102(e)). 

Claims 9-11,14 and 18 rejected under 35 U.S.C. 102(e) as being anticipated by Grabstein 
et al. (U.S. Pat. No. 5,795,966). 

The instant invention is drawn to a method of treating a mammal by administering an IL- 
15 inhibiting or eliminating compound, in this instance the inhibiting or eliminating compound is 
an anit-IL-15 antibody. 

The recitation of the intended use recited in the preamble of the claimed method is not 
given patentable weight. The preamble is not given the effect of a limitation unless it breathes 
life and meaning into the claim. In order to limit the claim, the preamble must be "essential to 
point out the invention defined by the claim." Kropa v. Robie, 1 87 F.2d 1 50, 1 52, 88 USPQ 478, 
481 (CCPA 195 1). In this instance the limitation "suppressing formation of memory cells of the 
immune system if a mammal" does not add a substantive step to the administration of the anti- 
IL-15 antibody. 

The mere recitation of newly-discovered function or property, inherently possessed by 
things in the prior art, does not cause the claim drawn to those things to distinguish over the prior 



O 



o 



o 
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art (See In re Best, Bolton, and Shaw 1 95 USPQ 430 (CCPA 1 977), In re Schreiber 44 USPQ2d 



Grabstein et al. discloses the use antagonists, anti-lL-15 antibodies, in a method of 
treating a disease or condition in which a reduction in IL-1 5 activity on T cells is desired. Such 
diseases include organ transplant rejection, graft versus host disease, autoimmune disease, 
rheumatoid arthritis, inflammatory bowel disease, dermatologic disorders, insulin-dependent 
diabetes mellitus, ocular disorders and idiopathic nephrotic syndrome/idiopathic membranous 
nephropathy (see column 3, lines 5-35). The reference discloses antibodies against IL-1 5 see 
claims. Therefore, the instant invention is anticipated by Grabstein et al. 



No claims allowed. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Ulrike Winkler, Ph.D. whose telephone number is 703-308-8294. 
The examiner can normally be reached M-F, 8:30 am - 5 pm. The examiner can also be reached 
via email [ulrike.winkler@uspto.gov]. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James Housel, can be reached at 703-308-4027. 

The official fax phone number for the organization where this application or proceeding 
is assigned is 703-872-9306; for informal communications please use 703-746-3162. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is 703-308-0196. 



1429). 



Conclusion 




ULRIKE WINKLER, PHD. //>/ , 
PATENT EXAMINER ' fSI/DS 



vj 



